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Remarks 

The Examiner is thanked for renumbering claims 69-92 as 71-94. 

Claims 10 and 53 have been deleted to eliminate the objection to the drawings, the 
specification has been amended to improve the prose, and a number of the claims have been 
amended to eliminate issues under Section 112, second paragraph. 

Claims 95-98 have been added to the application. Therefore, claims 1 -9, 1 1 -52, 54-56, 
90-98 are pending in this application. 

Claims 85-92 have been rejected under 35 USC § 1 02(b) as being anticipated by U.S. Patent 
5,355,910 to Gies et al. (Gics). Applicants respectfully submit that this rejection cannot be 
sustained. 

Claims 85-92 are not anticipated because Gies does not disclose an exhalation valve or an 
inhalation valve. Gies discloses a motor vehicle relief valve. Gies therefore does not anticipate 
applicants' invention under 35 USC § 102. 

Claims 1 -9, 13-35, 40-52, 56-78, and 83-84 have been rejected under 35 USC § 103(a) as 
being unpatentable over U.S. Patent 5,325,892 to Japuntich et al. (Japuntich) in view of Gies. 
Applicants respectfully submit that this rejection cannot be sustained for the following reasons. 

Firstly, the record is devoid of any teaching or suggestion to combine the teachings of 
Japuntich with Gies. Japuntich describes an exhalation valve for a respirator, and Gies describes a 
relief valve for a motor vehicle passenger compartment. The Examiner explains that the suggested 
motivation for combining the Japuntich with Gies resides in Gies' stipulation of "such types of 
operative features [that] are in accord with and [are) more effectively/reliably obtainable by his reed 
valve structure (summary of the invention, note the recitations of enhanced seal characteristics, 
control flow and operation of the valve)." Applicants have reviewed Gies' summary of the 
invention and have discovered that Gies employs its rigid strip to prevent the valve flap 22 fiom 
warping or deforming during use (see Gies at column 1. lines 52-56). Although the problem of 
having a valve element warp or deform while in use may have Deer, a problem in the art that 
pertains to pressure relief valves that are used in motor vehicle passenger compartments, the record 
is totally devoid of any evidence that such a problem exists, or has existed, in the art of exhalatoon 
and inhalation valves for nHering face masks. "The factual inquiry whether to combine references 
mustbethorough and searching. It must be based on objective evidence of record. This precedent 
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has boon reinforced in myriad decisions, and cannot be dispensed with."' The Federal Circuit has 
explained at length in /„ re Lee that obviousness rejections based on combinations ofreferenccs are 
improper when there is no evidence within the four comers of the record, to support the reasonme 
behind making the combination. Conclusory statements simply are not evidence. 2 Until sound 
evidence i. made of record in the present case, the obviousness rejection based on Japunttch and 

dies cannot be properly sustained. 

Secondly, Gies cannot be applied as a reference in a Section 1 03 rejection because it resuies 
in a nonanalogous art. TT- Examiner asserts, however, that the reference is analogous (along w.th 
Japuntich) "since they are fro m the same field of endeavor, respiratory arts." There is, however, no 
evidence that Gies is from the respiratory art. Gies discloses that his valve is in the field of rchef 
valves for passenger vehicle compartments. This is not in the same field of endeavor as the 
Japuntich valve or applicants' valve, which valves reside in the field of exhalation valves for 
respiratory masks. Further, the record lacks any evidence that aperson of ordinary skill would have 
looked to the art of pressure relief valves for motor vehicles to solve problems that arc confronted 
by persons who design valves for respiratory mask.. In addition, the purpose of apphcants' valve is 
entirely different from the purpose of the Gies valve, and applicants' and Gies" valves both operate 
under entirely different conditions. 

When the cited reference resides in a different field of endeavor and its disclosure is 
directed to a different purpose than the claimed invention, the reviewing courts have held that the 
reference resides in a nonanalogous art. The Examiner's attention is directed to In re Clay, 23 
USPQ2d 1 058, 1 061 (Fed. Cir. 1992) where the Federal Circuit stated that the purpose of the 
cited technology needs to be compared to the purpose of the claimed invention: 



1 In re Lee t 61 USPQ 1431, 1433 (Fed. Cir, 2002). ™iher the examiner not the Board 

> L m reUc 61 USPQ2d at 1434 ("With respect » ^'^^^^ to render obvious 

adequately supported the selection and comb.nat.on o ™^* tr JL modc is just a 

that which Lee described. Tfa. ^ n !?"^^^ induction by adding 

programmable feature which can be used in f^^^^SSL £ automatic demonstration modc is 

*e proper programming software" and that ^f^^TL^^ ° ssue of motivation to combine. H»e factual 

userVendlyandit^^ 

question of mouvation ,s Cir. 1999) ("Broad conclusory statements 

authority."); see also In rc DemtocntK, 3U usrv » » v Evidence' «\ 

regarding the teachi,^^ evidence. ). 



17 



Received from <> at 9130(03 4:06:15 PM [Eastern Daylight Tone] 



09/30 '03 15:11 ■ ID:3M 220-11-01 FAX: PAGE 21 



Case No.: 567 32US0Q2 _ 
Application No.: 09/989965 : „ • : ' 

A reference is reasonably pertinent if, even though it may be in a different fieldfrom 
S£of the inventor's endeavor, it is one which, because of the matter w. h which it 
deals loeically would have commended itself to an inventor s attention in 
TsiSZ^rn. Thus, the purposes of both the invention ^theprior 
art are Important in determining whether the reference .s ^^^ST' 
to the problem the invention attempts to solve. If a reference disclosure has the 
sTe purpose as the claimed invention, the reference relates to the same problem 
Sd that fact supports use of that reference in an obviousness rejection. An mventor 
may well have &n motivated to consider the reference when making his .mention. 
S H is directed to a different purpose, the inventor would accord.ngly have had 
less motivation or occasion to consider it (emphasis added). 
Applicants' valve has the purpose of providing a low pressure drop valve that remains closed under 
neutral conditions; whereas Gies' valve has the purpose of relieving pressure from the interior of a 
motor vehicle compartment. Further, applicants' valve operates in accordance with the cadence of a 
person's breathing while the Gies valve only operates when the door to the passenger compartment 
is closed. 3 In view of the different fields of endeavor, the different problems that mask designs 
tackle over the problems confronted by designers of motor vehicle relief valves, and the different 
purposes and conditions under which these valves operate, Gies cannot seriously be considered to 
reside in an art analogous to applicants' invention. 

Thirdly, the Gies valve is not designed to address the features of the applicants' invention. 
The Gies valve relies on gravity lo keep its valve closed. This valve would not be suitable for use 
in an exhalation valve because the flap would easily open when a wearer tilted their head 
downwards. A quick review of the Gies patent reveals that the rigid layer is isolated from the hinge 
- that is, it is not part of the hinge: it does not bend or flex when the valve opens. The ng.d layer 
in Gies is only employed to prevent warping or deformation of the flap 22. As such there is no 
apparent prestress on the Gies flap; its valve therefore ootid allow contaminants to enter a face 
mask interior, if il were to be used for such a purpose. 
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For the above reasons, applicants' invention would not have been obvious to a person of 
ordinary skill under the terms of 35 USC § 103. Applicants accordingly urge the Patent Office to 
favorably reconsider the obviousness rejection and allow this application at an early dale. 

Respectfully submitted. 
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